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UTILITY MODEL PROTECTION: A 

PATENT INFRINGEMENT OR A 

PROPRIETORY INNOVATION? 

M. Sri Nikila & G.S. Shri Gayathri* 

ABSTRACT 

Utility model protection system is providing an efficacious alternative for patent and industrial design protection system for 
protecting the innovations specifically which are of incremental nature and are lower in the level of inventiveness. The present 
manuscript throws spotlight on the scope and aspects of the utility models and analyses the legal framework of the utility 
models in different countries across the globe. A deep insight has been made into the implementation of the utility model laws 
and their role in the economic development of the country. Whilst considering the surrounding issues of the utility model laws, 
the need for regulatory framework of utility models in India has been concretely established. The suitability of the Indian 
scenario to enact a utility model law is discussed. Since the country is ardently eyeing for technological and economic 
development by virtue of international trade, there is an alarming demand for including the applicability of the provisions of 
the Patent law to protect the utility models as well. If the stringent requirement of inventiveness cannot be compromised in the 
Patent law paradigm, then a separate enactment concerning the endowment of legal protection to utility models would do 
justice to the technical minds which are restricted with limited resources and have been incessantly involved in the field of 
R&D in the country over all these years.  
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INTRODUCTION 

“You cannot make one invent at gun point. Forget the movies, and think about 
pampering inventors, not threatening them” 
-Kalyan C. Kankanala1 

  In the modern era of innovation, the sphere of Intellectual Property is acquiring 
forte in different countries throughout the world. While the innovators are rewarded with the 
rights over their intellectual works, yet certain classes of innovators are denied of legally 
protecting their innovations. The micro small and medium enterprises (MSMEs) being the 
engine for sustaining the country’s economy, comprising of small innovators contribute towards 
large scale inventions of utility models. The patent regime in India, in-spite of providing across 
the board protection to all innovations, yet turns a deaf ear towards endowing patent protection 
to utility models. The reason for which a utility model is abandoned of patent protection is cited 
as that it loses the essence of novelty. But the advocates favouring patent protection for utility 
models argues that the factum of novelty is not ignored in its totality as that the model involves a 
new facet of an existing invention and in that sense, the utility model also involves the facet of 
novelty. The present paper focuses on the concept of utility models and identifies the country’s 
present legal framework over the Patent law. Furthermore, this paper seeks to trace out the 
International perspective over protecting the utility model systems.  The authors emphasise for 
the need of offering patent protection to utility models and also suggest plausible 
recommendations to the domain of Patent law. 

                                                             
1Kalyan C. Kankanala, Fundamentals of Intellectual Property, GOOD READS (Aug. 23, 2020, 10:04 AM), 

www.goodreads.com › 6758757.Kalyan_C_Kankanala 
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II. UTILITY MODEL: PATENT’S LITTLE BROTHER 

  With the establishment of The Agreement on Trade-Related Aspects of 
Intellectual Property Rights (TRIPS) and the World Intellectual Property Organization (WIPO) 
in the international sphere, the world countries have strengthened their intellectual property laws 
in accordance with the regulations laid therein. Patent is a form of intellectual property right 
which is granted exclusively to the inventors in recognition to their invention of product or a 
process. To obtain a patent right for their invention, the inventor must meet out the 
requirements of novelty, inventive steps and industrial application in their invention. But 
ironically, not all creations would answer to the criteria set up by the law. Nevertheless, it doesn’t 
mean that those creations are not inventions and henceforth, it doesn’t demand a patent 
protection. These contradictions typically arise in the informal sectors of low-income nations 
wherein unlike the formal sector their Research & Development are restricted by limited 
resource conditions and also subjected to locally available resources. ‘Utility model’ thus refers to 
inventions that mould out in the form of devices, articles or other engineering products.  In the 
technical sense, “utility model” is a generic term which refers to subject-matter that hinges 
precariously between that protectable under patent law and sui generis design law2. They are 
often termed as ‘minor inventions’ implying that they involve minor development of an existing 
invention. Despite lacking the requirements of patentability, they sort out to portray a significant 
role in local innovation system. In contrast to patented inventions, utility models are 
commercially protected by the law for smaller period of time. 

III. UTILITY MODEL PROTECTION 

  The material factum that utility models falling short of the prerequisites of the 
patent protection raises scepticism over the protection of the models in the world of intellectual 
property. Utility models is an alternative system of property rights which co-exist with the 
standard patent paradigm to encourage small innovations by way of providing short-term 
protection, the waiver of the non-obviousness requirement and by efficient application 
procedures in terms of cost and time. Different countries across the world afford protection to 
utility models under different names such as utility models, utility certificates, petty–or petite- 
patents, short-term patents, innovation patents. Albeit the nominal differences, all these systems 
reflect upon the common aim of providing protection to the utility models with less stringent 

                                                             
2Suthersanen, U., “Incremental Inventions in Europe: A Legal and Economic Appraisal of Second Tier Patents”, 

Journal of Business Law, July, pp 319-343 (2001) 
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procedures of registration. Patent systems are often criticised for restraining access to medicine3, 
misappropriation of knowledge4, rights of farmers5 and surprisingly another ostracized criticism 
is that access to patent itself which threatens the small and informal innovators restraining them 
to exploit the property rights of their intellect. Utility model patents are offered in about 70 
countries in the world. The so-called second-tier patent system traces implicit mention in TRIPS 
and other international instrumentalities. Article 1(2) of the Paris Convention, inducts utility 
models within the scope of industrial property protection. The Convention despite remaining 
silent on the scope and definition of utility models, accords the utility model with the principles 
of national treatment and right of priority. The TRIPS agreement albeit denying overt mention 
on utility models, implicitly approves the application of Article 1(2) of the Paris Convention by 

virtue of Article 2(1).  

IV. HISTORY AND EVOLUTION OF UTILITY 
MODEL LAW 

  The utility model law clasped its roots from Germany in the later nineteenth 
century, wherein the Patent law of the country in the prior period mandated patent protection 
only for innovations that are novel and is representing a technical step 
forward[technischerFortschritt]. The country as a spectator of heavy industrialisation throughout the 
nineteenth century identified that the minor inventions with regard to the tools and implement, 
lacking technical step forward were excluded from the patent protection, in-spite them being as 
useful and significant as a patented invention. This realisation persuaded the law makers to draw 
a framework on the utility model law, which was enacted in 1891. The German law demanded 
the criteria of novelty and utility for the utility models, but relaxed the inventive step with a 
lower threshold. The utility model law further spread across the country of Japan, who had its 
Civil Law system modelled on the laws of Germany. Yet the utility model law of Japan had 
seemingly contradicting provisions as that from Germany right from its inception, as the utility 
law of the Japanese provided protection to the inventions for relatively more numbers of years 
than the German law. The utility model law in Japan spelled out a simple criterion for protecting 
utility models that it should be, "creation of a technical idea utilizing natural laws". With 
Germany and Japan being the forerunners, the world countries rapidly identified the need for 

                                                             
3Trouiller P, Torreele E, Olliaro P, White N, Foster S, Wirth D &Pécoul B, Drugs for neglected diseases: A 

failure of the market and a public health failure?, Tropical Medicine & International Health, 6 (11) 945-951 (2001). 
4 Shiva V, TheNeem Tree-A Case History Of Biopiracy (The Third World Network), (2006). 
5Borowiak C, Farmers’ rights: Intellectual property regimes and the struggle over seeds, POLITICS & SOCIETY, 32 

(4) 511-543 (2004). 
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protecting the utility models and had simultaneously legislated utility model laws. In the 21st 
century, where the world has traversed into an industrialised globe, almost 73 countries around 
the world and 3 intergovernmental organisations have secured protection of utility models by 
virtue of utility model law. 

V. UTILITY MODEL PATENT IN DEVELOPING 
COUNTRIES 

  Protecting small inventions through utility models have been a prevalent affair in 
developing countries as well. Successful implementation of the utility models has greatly helped 
the developing countries in the continents of Asia and Latin America to boost upon the 
stakeholders of Small and Medium Sized Enterprises (SMEs) to commercialise their innovations 
even at initial phases of technology development since the system is quick, efficient and 
inexpensive. Among the countries competing in the race of development, China and Brazil have 
expertise in the utility model framework for over decades and therefore, the research paper 
focuses on China and Brazil, to unearth the impact of the utility model law on their economies. 

CHINA: 

  The Chinese patent law was enacted in 1984 aiming to protect patent rights for 
inventions and to promote the development and innovation of science and technology, for 
meeting the needs of the construction of socialist modernization6. The law being a three-tier 
patent system acceded protection to utility models along-side invention patents and design 
patents. The provisions of the utility models were highly attracted as the registration incurred 
only 40% of the costs involved in registering an invention patent. The country has also 
formulated a dual file application strategy, wherein the applicants can file application 
simultaneously for registering as an invention patent and a utility model patent. This strategy 
affords earlier protection to the inventions as utility models are registered within a span of ten 
months. The utility model with a physical shape and structure will be eligible for protection by 
the law only when it encompasses the elements of novelty, inventiveness and of practical use7. 
The country after witnessing a paradigm shift, become the largest manufacturing centre for the 
United States, Japan and Europe. The utility model law of the country has been excessively put 
to use as the statistics reveal that in the year of 2017, around 1.6 million utility model patent 

                                                             
6 Patent law of the People’s Republic of China art.1 
7 Patent law of the People’s Republic of China art.22 
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applications were filed in China, 99% of which was filed by the domestic residents. The Chinese 
citizens are greatly encouraged to explore the utility models, as the law grants utility models to 
local inventors for inventions that are imported from overseas. Albeit an efficient utility model 
framework, the country is criticised heavily for bestowing protection to ‘junk patents’ as there is 
no concrete mechanism to limit the abuse of patent rights. 

BRAZIL 

  The Brazilian Industrial property law was enacted for the first time in the early 
19th century, which empowered the inventors of inventions with exclusive privileges, but was 
restrained only to new inventions, thereby excluding utility models within the ambit of Industrial 
Property law. The utility models were shorn of explicit mention even in the second Brazilian 
Industrial Property Law (Law number 3.129, from 14/10/1882), but the law granted patent to 
the development of privileged inventions to tranquil the usage of the invention’s utility. 
Subsequently, the term ‘utility model’ was legally manifested for the first time in Decree number 
16.254, from 19/12/1923. With the present industrial property law (LPI 9279/96) whose object 
is to protect industrial property rights by way of granting patents to the utility models and 
inventions by considering the social interest, the technological and economic development of the 
country.8 The law draws to offer patentability to a utility model law when it is an object of 
practical use and is acquiescent of industrial application presenting a new shape or arrangement 
involving an act of functional improvement in its use or manufacture. The law adapts a global 
novelty criterion wherein the utility models are considered to be pristine when not included in 
the State of the Art.9 The utility models are legally protected for period ranging between seven 
and fifteen years.10 The provisions of the Brazilian law are substantially different from the 
provisions of China, Japan and Korea when the aspect of patent application examination. The 
law mandates formality check examination, wherein the applicants are required to formally 
request the Patent office for examining the utility model law within 36 (thirty-six) months 
counted from the date of filing of the application.11 With the utility law dwelling in the country’s 
statute for over 96 years, the domestic residents are overwhelmingly putting law into use, yet the 
law is criticised for being obstinate as the law entails the same threshold inventiveness for patent 
inventions and utility model inventions. 

                                                             
8 Industrial Property Law No. 9,279 art.2 
9 Industrial Property Law No. 9,279 art.11 
10 Industrial Property Law No. 9,279 art.40 
11 Industrial Property Law No. 9,279 art.33 
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VI. UTILITY MODEL PATENT IN INDIAN PATENT 
REGIME 

  In India, the inventions are protected through patents under the Patents Act 
1970, which has been amended in 1999, 2002 and 2005. The Patents Act, 1970 stipulates that the 
patents may be granted for any invention whereas such invention is either a new product or the 
process involving an inventive step and capable of industrial application.12 The existing law is not 
sufficiently able to protect the innovation activities of the small inventors. The domestic 
innovators, particularly those engaged in such innovative activities, which result into practical 
usefulness in the existing products seems to be reluctant to file application for protecting these 
kind of activities due to the fact that such innovations have very thin inventiveness which is not 
able to meet strong requirement of inventive step provided under the Patents Act, 1970. Further 
the provisions laid down under section 3 of the Act excluding certain kinds of inventions from 
patentability do not help them either. Also, these innovators like to commercialize their 
innovations quickly as the commercial life of such innovation is also very short due to heavy 
competition not only within the country but also from abroad. Moreover, the patenting system 
takes not only long time as compared to the commercial life of the innovation but it is also 
expensive.13 Thus, the existing provisions under the patent law are not sufficient enough to 
protect and promote such kind of business oriented small innovative activities. 

VII. NEED FOR UTILITIY MODEL PATENTS IN 

INDIA 

  Innovative activities in the informal sector in India have remained outside the 
scope of academic research as well as policy discussion. This is bothersome because the informal 
sector occupies a key position in the economic activities of many of today’s developing and 
emerging economies. The data of the International Labour Organisation (ILO) revealed that 
around 80.9 per cent of the employment in India is in the informal sector and only 6.5 per cent 
in the formal sector.14By innovation, we do not intend to refer to major technological 

                                                             
12Section 2(1)(j) of the Patents act 1970. 
13Dr.K.S.Kardam, Utility Model –A Tool For Economic And Technological Development: A Case Study Of Japan, 

SSRN (Aug. 24, 2020, 11:12 AM), papers.ssrn.com › sol3 › SSRN_ID3140664_code338285 
14Women and Men in the Informal Economy: A Statistical Picture (third edition), Geneva, INTERNATIONAL 

LABOUR ORGANISATION (Aug. 24, 2020, 10:15 PM), www.ilo.org › books › WCMS_626831 › lang--en 
https://www.ilo.org/global/publications/books/WCMS_626831/lang--en/index.html 
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breakthroughs, but rather to minor improvements and inventing. Jugaad and grassroot 
innovations are the two terms that have appeared to represent the notion of informal sector 
innovations. Of late, the word jugaad has emerged as a buzzword, especially in the field of 
management, signifying various things.15 

Jugaads are ‘quick fix’ often observed in the activities of the informal sector for various reasons, 
ranging from solving a budding problem to resource constraint. It has also been defined as 
“innovative fix” and impoverished solutions followed by Indians in their everyday lifestyle.16  
However, defining it in such a way dilutes the concept of innovation, ignores the cultural context 
of these innovations and also the fact that a successful jugaad requires alertness of mind, 
knowledge about existing prospects available in the immediate environment, and dedication to 
solve every problem which one confronts in his business and surroundings. Jugaad innovations 
are very much important for the development of poor people. They are lower in price, capital 
and in skill intensity and involve greater use of local material thus making it more adaptable to 

intermittent availability. 17 

Grassroot innovations are outcomes of efforts to solve long persisting issues at local level. They 
are diverse in nature which includes innovations to solve agriculture related problems, daily life 
problems like washing machine cum exercise machine18, mini sanitary napkins making machine19 
etc. though grassroot innovations are not of high quality, but they definitely serve a purpose and 
are affordable and cost efficient and economical in terms of resources used20. Just because these 
innovations do not fulfil the criteria provided by the patent system does not mean they have to 
be left unprotected. Introduction of utility model patents in India would serve as an alternative 
means of protection for these grassroot innovations. Utility model patents would make the 

                                                             
15Kumar, Hemant&Bhaduri, Saradindu, Jugaad to Grassroot Innovations: understanding the Landscape of the 

Informal Sector Innovations in India, AFRICAN JOURNAL OF SCIENCE, TECHNOLOGY, INNOVATION AND 
DEVELOPMENT. 6. 1-10. 10.1080/20421338.2014.895481(2014). 

16Gupta A K, Grassroots innovation: Minds on the margin are not marginal minds, RANDOM HOUSE INDIA, 
2016. Kumar, Hemant&Bhaduri, Saradindu, Jugaad to Grassroot Innovations: understanding the Landscape of the Informal 
Sector Innovations in India, AFRICAN JOURNAL OF SCIENCE, TECHNOLOGY, INNOVATION AND 
DEVELOPMENT, 6 (1) 13-22 (2014)  

17 Ibid 
18Washing Cum Exercise Machine, NATIONAL INNOVATION FOUNDATION - INDIA (Aug. 24, 2020, 

10.23 PM),  http://nif.org.in/innovation/washing_cum_exercise_machine/312 
19Mini Sanitary Napkin, NATIONAL INNOVATION FOUNDATION - INDIA (Aug. 24, 2020, 10.33 

PM),  http://nif.org.in/innovation/mini_sanitary/10 
20Suthersanen U, Utility Models and Innovation in Developing Countries, INTERNATIONAL CENTRE FOR 

TRADE AND SUSTAINABLE DEVELOPMENT (ICTSD) (Aug. 25, 2020, 5:45 PM), 
https://unctad.org/en/Docs/iteipc20066_en.pdf 
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development process more inclusive thus recognising creative and innovative experiments 
pursued by the common people at the village or semi-urban level. Several jurists, policy makers 
and legislators have referred to this model as second tier patent system. Such patent systems can 
contribute to the creation and promotion of native and indigenous technology base and also help 
to familiarise the local industry with intellectual property rights. It would be of great help the 
artisans to protect their innovations which do not meet the stricter patentability criteria of 
novelty and inventive step of the patent law. Also, a majority of start-up companies provide for 
regular innovative services. It is due to the absence of utility model system in India that majority 
of these Indian Companies and start-ups don’t opt for patent protection as their inventions, 
though useful and creative don’t meet the patentability criteria. Introduction of utility model 
patents would help such small innovators to stay in business as they are threatened by new and 
sophisticated technologies.  

Introduction of utility system could potentially stimulate further innovation. Semi-skilled or less 
knowledge-based industries would be able to obtain protection for innovation which do not 
meet the necessary requirements or need the level of protection which is required for a standard 
patent.  

VIII. SUGGESTIONS 

 A separate legislation has to be enacted to regulate the utility model patents. 

 The protection period with respect to such small inventions or petty patents must be 
smaller than the one granted under the Patents Act 1970 as the shelf life of these 
inventions is substantially low than the path-breaking inventions. 

 A utility model law should be adopted with less stringent requirement of “inventiveness”. 
An easier registration system has to be adopted. It should be technically less complex so 
that it may be exploited by the Start-ups and SMEs. In case, the proposed invention in a 
patent application does not comprise of any inventive step and are quite obvious, but have 
utility and are definitely innovative, then the same should be proposed by the Patent Office 
to the applicant. It is advisable to do away with the requirement of inventive step in Utility 
Models. 

 A grace period (between 6 months to 12 months) should be provided to the innovators 
for the purpose of protecting their innovation from the unauthorized disclosure which 
would be beneficial for the small and medium enterprises who tend to bring their invention 
to the public eye in scientific or commercial conferences so as to attract investors. 
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 The provision of transmutation of patent applications to Utility model applications 
should also be allowed. i.e. The applicant should be allowed to convert the patent 
application to the Utility model application, in case the invention lacks inventive step or 
gets rejected on the grounds of obviousness, but have the potential of being commercially 
exploited. 

 A stringent substantive examination of the application for Utility Model must not be 
done. All that is required to be conducted is a formal examination with focus on novelty. 

 A substantive examination system (SES) must be envisaged so as to ensure that non-
novel inventions are not granted a utility model protection and efforts to enforce such 
rights are not made. 

 The utility model law should contain a detailed list of excluded subject matter which 
must mirror the exclusions under the patent law. Moreover, it is worth considering 
excluding some types of invention as dictated by public policy such as chemicals or 
pharmaceuticals or biological material or substances or processes.  

 Introducing a completely new intellectual property system requires some amount of 
effort on the part of all the relevant stakeholders such as the relevant government agencies 
and patent attorneys/agents to engender “a utility model culture” such as helpdesk services, 
an awareness education training program, web and print literature, innovation fairs, etc. to 
inform potential users of how the new system works, and how it varies from existing 
standard patent system. 

 Compulsory licensing must be included to counter the monopolistic devices which block 
the competing products. Under such provision, third party must have a legal right to obtain 
a licence to practice the invention with the terms and fee structure being governed by the 
legislation or specific rules laid down under the legislation. 

 The utility model legislation must provide for a safety valve clause in tune with ever 
greening of patents under Section 3 (d) of the Patents Act, 1970could be incorporated in 
the utility model legislation. 

XI. CONCLUSION: 

  The current patent regime in India has failed to take into account the immense 
contribution made by the farmers, local entrepreneurs and artisans, through their practice, skills, 
and innovative methods. With majority of economy being informal, the existing patent regime is 
expensive and full of uncertainties for them. Without a proper law to protect and regulate, their 
innovations are easily prone to piracy. If such grassroots innovations are properly assessed and 
inspected on the basis of their benefits and merits to the rural and bottom of the pyramid 
communities, then these innovations make an effective case towards being transformed into 
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successful products and technologies. India ranks 52nd in the global innovation Index,21 and 
encouraging domestic innovations would help India secure a place in the top 20. A second-tier 
patent system has worked wonders in many countries and would work the same in India if an 
ideal utility model law is enacted and properly implemented. The Utility Model may serve as an 
antidote for the shortcomings of the Indian patenting system, provided that they are enforced 
within a legal structure advantageous to our domestic economy and industry. 

 

                                                             
21Global Innovation Index, WORLD INTELLECTUAL PROPERTY ORGANISATION (WIPO), (Aug. 

28, 2020, 09.12 AM), https://www.wipo.int/edocs/pubdocs/en/wipo_pub_gii_2019-intro4.pdf 
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